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DETAILED ACTION 

Claims 1-17 are pending in the application. 

This action is in response to applicants' amendment dated August 14, 2001. Claims 17 
and 18 are newly added. 

Response to Arguments 

Applicant's arguments filed August 14, 1999 have been fully considered with the 
following effect: 

1 . The applicant's amendments are sufficient to overcome the 35 USC § 1 12, first paragraph 
rejection of the last office action, which is hereby withdrawn. 

2. The applicant's amendments are sufficient to overcome the 35 USC § 1 12, second 
paragraph rejecfions labeled a), b), d), e), f), g), h), i), j) and k) of the last office action, which are 
hereby withdrawn. 

b) The applicant's arguments with respect to the rejection labeled c) have been fully 
considered but are not found persuasive. The applicants' stated that they have 
amended the claims to delete the phrase "which latter is optionally substituted". It 
is noted that the phrase was deleted from claims 1,16 and 17. However, the 
phrase still remains in claim 9. 
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Claim 9 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. For reasons of record and stated above. 

3. With regards to the 35 U.S.C. § 102, anticipation rejection of claims 1, 5-9 and 13-17 by 
Hamori et al., WO 96/04283 of the last office action, the applicant's amendments and arguments 
have been fully considered but are not found persuasive. The applicants' stated that the claims 
were amended to "remove any overlapping subject matter". The proviso of the instant invention 
is such that (1) if A forms together with B a valence bond, stands for an amino group and p has 
a value of 0, then is different from a C,^ alkoxy group and (2) if A forms together v^th B a 
valence bond, R^ stands for an amino group and p has a value of 0 or 1 , and R^ represents a group 
of the formula -NR^R^ then one of R^ and R^ is different fi-om a hydrogen atom or a Cj^ alkyl 
group. Hamori teaches compounds for example where R^ is nitro which is not excluded by the 
proviso above. 

Claims 1, 5-9 and 13-17 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
Hamori et al., WO 96/04283. For reasons of record and stated above. 

4. With regards to the 35 U.S.C. § 102, anticipation rejection of claims 1-3, 5-7, 9-1 1 and 
13-17 by Tamawa et al., Bioorganic & Medicinal Chemistry Letters of the last office action, the 
applicant's amendments and arguments have been fiilly considered but are not foimd persuasive. 
The applicants' stated that the claims were amended to "remove any overlapping subject matter". 
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The proviso of the instant invention is such that (3) if each of A and B stands for a hydrogen 
atom, n and m have a value of 0, then one of and R'* represents a hydrogen atom, and the other 
of R^ and R"* is different from a hydrogen atom or a Cj^ alkyl group and (4) if each of A and B 
stands for a hydrogen atom, n has a value of 0, m has a value of 1 or 2, and one of R^ and R"* 
represents a hydrogen atom or a C,^ alkyl group, then the other of R^ and R"* is different from a 
hydrogen atom or a Cj^ alkyl group. Tamawa teaches compounds for example where one of R^ 
and R"* represents a phenyl group which is not excluded by the proviso above. 

Claims 1-3, 5-7, 9-1 1 and 13-17 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Tamawa et al., Bioorganic & Medicinal Chemistry Letters. For reasons of record 
and stated above. 

5. With regards to the 35 U.S.C. § 102, anticipation rejection of claims 1-3, 5-7, 9, 10 and 
13-17 by Andrasi et al., U.S. Patent Numbers 5,639,751; 5,459,137; 5,521,174; 5,519,019; 
5,604,223; and 5,536,832 of the last office action, the applicant's amendments and arguments 
have been fully considered but are not found persuasive. The applicants' stated that the claims 
were amended to "remove any overlapping subject matter". The proviso of the instant invention 
is such that (3) if each of A and B stands for a hydrogen atom, n and m have a value of 0, then 
one of R^ and R"* represents a hydrogen atom, and the other of R^ and R'* is different from a 
hydrogen atom or a C|^ alkyl group and (4) if each of A and B stands for a hydrogen atom, n has 
a value of 0, m has a value of 1 or 2, and one of R^ and R"* represents a hydrogen atom or a Cj^ 
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alkyl group, then the other of and R"* is different from a hydrogen atom or a C,^ alkyl group. 
Andrasi teaches compounds for example where one of R^ and R"* represents a phenyl group 
which is not excluded by the proviso above. 

Claims 1-3, 5-7, 9, 10 and 13-17 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Andrasi et al., U.S. Patent Numbers 5,639,751; 5,459,137; 5,521,174; 5,519,019; 
5,604,223; and 5,536,832. For reasons of record and stated above. 

6. With regards to the 35 U.S.C. § 103, obviousness rejection of claims 1, 5-9 and 13-17 by 
Hamori et al., WO 96/04283 of the last office action, the applicant's amendments and arguments 
have been fully considered but are not found persuasive for reasons stated above with respect to 
the 35 U.S.C. § 102 rejection of claims 1, 5-9 and 13-17. 

Claims 1, 5-9 and 13-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamori et al., WO 96/04283. For reasons of record and stated above. 

7. With regards to the 35 U.S.C. § 103, obviousness rejection of claims 1-3, 5-7, 9, 10 and 
13-17 by Andrasi et al., U.S. Patent Numbers 5,639,751; 5,459,137; 5,521,174; 5,519,019; 
5,604,223; and 5,536,832 of the last office action, the applicant's amendments and arguments 
have been fiiUy considered but are not found persuasive for reasons stated above v^th respect to 
the 35 U.S.C. § 102 rejection of claims 1-3, 5-7, 9, 10 and 13-17. 



Application/Control Number: 09/485,441 
Art Unit: 1624 



Page 6 



Claims 1-3, 5-7, 9, 10 and 13-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Andrasi et al., U.S. Patent Numbers 5,639,751; 5,459,137; 5,521,174; 
5,519,019; 5,604,223; and 5,536,832. For reasons of record and stated above. 

In view of the amendment dated August 14, 2001, the following new grounds of rejection 

apply: 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

8. Claims 5-7 and 13-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The foUov^ng reasons apply: 

a) Claim 5 is vague and indefinite in that it is not known what is meant by the 
limitation "A forms together with B a valence bond" in the first and second 
proviso. 

b) Claims 6 and 7 are vague and indefinite in that it is not knovm what is meant by the 
limitation "A forms together with B a valence bond" in the proviso. 

c) Claim 13 is vague and indefinite in that it is not known what is meant by the 
limitation "A forms together with B a valence bond" in the first and second 
proviso. 
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d) Claims 14 and 1 5 are vague and indefinite in that it is not known what is meant by 
the limitation "A forms together with B a valence bond" in the proviso. 

e) Claim 15 is vague and indefinite in that it is not known what is meant by the phrase 
"or a morpholino group, wherein the phenyl group" in the definition of and 

on page 31. 

f) Claim 15 recites the limitation "A represents a hydrogen atom, B represents a 
hydrogen atom" in the definitions of A and B. There is insufficient antecedent 
basis for this limitation in the claim. 

Claim Objections 

9. Claim 12 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

Allowable Subject Matter 

1 0. Claim 4 is allowed. None of the prior art of record nor a search in the pertinent art area 
teaches the compounds of formula I as claimed herein. 

Conclusion 

1 1 . Applicants' attention is directed to U.S. Patent Numbers 5,639,75 1 ; 5,521 ,1 74; 
5,519,019; 5,604,223; and 5,536,832, claims subject matter that is similar and/or identical to that 
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claimed herein. Two patents cannot issue on the same subject matter, unless applicants can 
demonstrate that the claims are patentably distinct from the claims of this US patent, the only way 
to overcome this patent is by way of Interference proceedings or removal of the conflicting 
subject matter. See MPEP 2306. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Brenda Coleman whose telephone number is (703) 305-1880. The examiner 
can normally be reached on Mondays and Tuesdays from 9:00 AM to 3:00 PM and from 5:30 PM 
to 7:30 PM and on Wednesday thru Friday from 9:00 AM to 6:00 PM. 
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Art Unit: 1624 

The fax phone number for this Group is (703) 308-4734 for "unofficial" purposes and the 
actual number for OFFICIAL business is 308-4556. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1235. 




Brenda Coleman 
Primary Examiner AU 1624 
November 2, 2001 



